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DETAILED ACTION 
Remarks 

1 . Examiner notes Applicant's letter dated 16 January 2004 re Voluntary 
Amendment. Examiner thanks Applicant for attempting to expedite the application 
process. Although the letter has been considered, no amendment has been made 
because no specific amendments citing specific page and line numbers to be amended 
have been cited. Applicant's definitions have helped the Examiner focus the prior art 
search, but the Examiner's rejection is based on the claims in light of the specification 
as filed. Examiner respectfully submits that Applicant's definition of "collection" (section 
4.2 of "Voluntary Amendment") contains the word "collection" twice, creating what is 
commonly called a "circular definition" and which may be considered vague if it were 
supported in the specification. Applicant is reminded that amendments to the 
specification after filing may constitute "new matter." 

« 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the . 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 F.3d 
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1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 
(Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and, In re Thorington, 418 
F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 1-2, 5-6 and 9-10 of the instant application are provisionally rejected 
under the judicially created doctrine of double patenting over claims 23-24 of copending 
Application No. 10/645,550. 

Claims 1-2, 5-6 and 9-10 of the instant application are considered obvious over 
claims 23-24 of Patent Application No. 10/645,550. 

"A later patent claim is not patentably distinct from an earlier patent claim if the 
later claim is obvious over, or anticipated by, the earlier claim. In re Longi, 759 F.2d at 
896, 225 USPQ at 651 (affirming a holding of obviousness-type double patenting 
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because the claims at issue were obvious over claims in four prior art patents); In re 
Berg, 140 F.3d at 1437, 46 USPQ2d at 1233 (Fed. Cir. 1998) (affirming a holding of 
obviousness-type double patenting where a patent application claim to a genus is 
anticipated by a patent claim to a species within that genus)." ELI LILLY AND 
COMPANY v BARR LABORATORIES, INC., United States Court of Appeals for the 
Federal Circuit, ON PETITION FOR REHEARING EN BANC (DECIDED: May 30, 
2001). 

Claim Rejections - 35 USC §112 

f 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. With regard to claim 1 , line 2, the phrase "on or with the aid of 
a computer" renders the claim indefinite. It is unclear which steps are performed on a 
computer and which are not. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sundararaian (U.S. Pat. No. 6,487,577). 

As to claim 1 , Sundararaian teaches a Collection Symbolic Job Expander 
process for expanding a collection symbolic job request into a list of expanded job 
requests, to be performed on or with the aid of a computer (see Abstract), comprising 
the following steps: 

(a) receiving a collection symbolic job request from a request originator to 
perform a collection job expansion action on said collection symbolic job request (see 
figure 6a and see column 7, lines 58-60, where "request originator" is read on "client" 

■ 

and where "collection symbolic job request" is read on "job"), 

(b) performing said collection job expansion action on said collection symbolic job 
request using a collection symbolic job expander means to produce an expanded job list 
(see column 7, lines 15-17, where "performs" is read on "executes"), 

(c) returning said expanded job list to said request originator (see column 7, lines 
60-62), 

thereby solving the Collection Symbolic Job Expansion Problem, and improving 
the productivity of people who process collections by enabling them to use a convenient 
symbolic job syntax for requesting complex processing tasks on large sets of collections 
(This limitation describes the problem to be solved by the invention and will not be given 
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patentable weight For the same reason, the last limitation of every claim in the instant 
application will not be given patentable weight). 
Sundararaian does not explicitly teach 

wherein said collection symbolic job request is comprised of a symbolic task 
name and a collection reference expression, and wherein said expanded job list is 
comprised of a list of expanded job requests, each comprised of said symbolic task 
name, an expanded collection name, a computing platform name, and a collection visit 
order value. 

However, these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the steps recited. The collection job 
expansion would be performed the same regardless of the data structure sent in the 
request. Thus, this descriptive material will not distinguish the claimed invention from 
the prior art in terms of patentability, (see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 
401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 
1994)). 

Therefore, it would have been obvious to a person of ordinary skill in the relevant 
art at the time the invention was made to perform the collection job expansion based on 
any type of request parameters, because such data does not functionally relate to the 
steps in the method claimed and because the subjective interpretation of data does not 
patentably distinguish the claimed invention. 
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As to claims 2, 6 and 10, Sundararajan teaches wherein 

(a) said step of performing said collection job expansion action uses information 
from a collection storage system to expand a collection reference expression (See 
column 3, lines 51-61. Specifically, the database look-up portion of the citation discloses 
an ID number that can be used to "provide the SC computer with information on [...] the 
job". See also column 4, lines 14-28.), 

thereby solving the Collection Reference Expansion Problem, and thereby 
improving human productivity by enabling people to use convenient collection reference 
expressions to refer to sets of collections, without being responsible for knowing exactly 
which collections are members of said sets of collections. 

As to claims 3, 7 and 1 1 , Sundararajan does not explicitly teach wherein 

(a) said step of performing said collection job expansion action uses information 
from a collection type definition to determine platform assignment information, and 

wherein said collection type definition is a user-defined set of attributes that are 
useful to application programs for understanding and processing collections, 

thereby solving the Collection Platform Assignment Problem, and thereby 
improving human productivity by enabling collection processing programs to 
automatically determine platform assignment details for collection job requests in ways 
that were not previously known to the art. 

However, these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the steps recited. The collection job 
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expansion would be performed the same regardless of the data structure sent in the 
request. Thus, this descriptive material will not distinguish the claimed invention from 
the prior art in terms of patentability, (see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 
401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 
1994)). 

Therefore, it would have been obvious to a person of ordinary skill in the relevant 
art at the time the invention was made to perform the collection job expansion based on 
any type of request parameters, because such data does not functionally relate to the 
steps in the method claimed and because the subjective interpretation of data does not 
patentably distinguish the claimed invention. 

As to claims 4, 8 and 12, Sundararajan does not explicitly teach wherein 

(a) said step of performing said collection job expansion action uses information 

from a collection specifier or from a collection type definition to determine collection visit 

order values, and 

wherein collection specifiers contain information about collection instances, 
including collection type indicators and explicit visit order values, and wherein said 
collection type definition is a user-defined set of attributes that are useful to application 
programs for understanding and processing collections, 

thereby solving the Collection Visit Order Problem, and thereby improving human 
productivity by enabling collection processing programs to automatically determine 



Application/Control Number: 10/645,487 Page 9 

Art Unit: 2165 

collection visit order values to enforce processing dependencies among collections in a 
set, in ways that were not previously known to the art. 

However, these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the steps recited. The collection job 
expansion would be performed the same regardless of the data structure sent in the 
request. Thus, this descriptive material will not distinguish the claimed invention from 
the prior art in terms of patentability, (see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 
401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 
1994)). 

Therefore, it would have been obvious to a person of ordinary skill in the relevant 
art at the time the invention was made to perform the collection job expansion based on 
any type of request parameters, because such data does not functionally relate to the 
steps in the method claimed and because the subjective interpretation of data does not 
patentably distinguish the claimed invention. 

As to claim 5, Sundararaian teaches a programmable Collection Symbolic Job 
Expander device for expanding a collection symbolic job request into a list of expanded 
job requests (see Abstract), whose actions are directed by software executing a process 
comprising the following steps: 

For the remaining steps of this claim applicant(s) is/are directed to the remarks 
and discussions made in claim 1 above. 
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As to claim 9, Sundararaian teaches a computer readable memory, encoded with 
data representing a Collection Symbolic Job Expander computer program, that can be 
used to direct a computer when used by the computer (see Abstract), comprising: 

For the remaining steps of this claim applicant(s) is/are directed to the remarks 
and discussions made in claim 1 above. 

Additional References 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The following patents are cited to further show the state of art with respect to 
distributed collection management in general: 



Patent/Pub. No. 


Issued to 


Cited for teaching 


US 6195676 B1 


Spix; George A. et al. 


Scheduling 


US 6226644 B1 


Ciscon; Larry A. et al. 


Intercomputer communication 



Conclusion 



9. Any inquiry concerning this communication or earlier communications should be 
directed to the examiner, Mark A. Radtke. The examiner's telephone number is (571) 
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272-7163, and the examiner can normally be reached between 9 AM and 5 PM, 
Monday through Friday. 

If attempts to contact the examiner are unsuccessful, the examiner's supervisor, 
Jeffrey Gaffin, can be reached at (571) 272-4146. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to Customer Service at (800) 786-9139. / 
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